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DETAILED ACTION 

A. This action is in response to the following communications: Amendment filed 
8/22/2007. This action is made Final. 

B. Claims 1-23 remains pending. 



Claim Rejections - 35 USC § 103 ( 

1 . The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 



2. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

Claims 1^2, 7, 9-10, 14, 16-18 and 22 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Ertugrul et al. (US Pub 2002/0087645), herein referred to as Ertugrul 
in view of Lehman (Wayback machine: 

http://web.archive.Org/web/1 9970125101 1 57/http://www.albion. com/ngmsn/07chat- 
sample.html ). herein referred to as Lehman. 
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As claim 1, Ertugrul teaches a method comprising: providing an email compose 
interface for composing an email message (fig. 2, label 200; par [0034]), the email 
compose interface configured to designate at least one email recipient (fig. 2, label 212; 
par [0035], lines 2-4), the email compose interlace including an email send option for 
sending the email message (par [0025], lines 11-13; par [0028], lines 9-1 1 , that by 
pressing the button, the email will be sent out) to the email recipient (fig. 8, labels 802, 
806; par [0100], lines 1-5), the email compose interface including an IM launch option 
for launching an IM chat session with the at least one recipient of the email message 
(fig. 2, labels 202,214; par [0034]) receiving an indication to launch an IM chat session 
with the at least one email recipient of the email message from the email compose 
interface (par [0100], lines 3-12; par [0104], lines 14-17). Ertugrul does not teach 
receiving an indication to save an IM chat transcript of the IM chat session and saving 
the IM chat transcript in response to receiving the indication to save the IM chat 
transcript. However Lehman teaches receiving an indication to save an IM chat 
transcript of the IM chat session (page 10 - fig. 105) and saving the IM chat transcript in 
response to receiving the indication to save the IM chat transcript (page 10 - fig. 104). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 

time the invention was made to modify Ertugrul by receiving an indication to save an IM 

chat transcript of the IM chat session and saving the IM chat transcript in response to 
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receiving the indication to save the IM chat transcript as taught by Lehman in order to 
provide a reminder/option to save a historical record of the IM chat session. 

As claim 9, Ertugrul teaches a Computer-readable storage medium encoded with 
instructions for execution (fig. 1 , label 1 ; par [0030]; par [0040], that a client computer 
and server contain a storage medium encoded with instructions), comprising: 
computer-readable code adapted to instruct a programmable device to provide an email 
compose interface for composing an email message (fig. 2, label 200; par [0034]), the 
email compose interface configured to designate at least one email recipient (fig. 2, 
label 212; par [0035], lines 2-4), the email compose interlace including an email send 
option for sending the email message (par [0025], lines 11-13; par [0028], lines 9-1 1 , 
that by pressing the button, the email will be sent out) to the email recipient (fig. 8, 
labels 802, 806; par [0100], lines 1-5), the email compose interface including an IM 
launch option for launching an IM chat session with the at least one recipient of the 
email message (fig. 2, labels 202, 214; par [0034]) receiving an indication to launch an 
IM chat session with the at least one email recipient of the email message from the 
email compose interface (par [0100], lines 3-12; par [0104], lines 14-17). Ertugrul does 
not teach a computer-readable code adapted to instruct a programmable device to 
receive an indication to save an IM chat transcript of the IM chat session and to save 
the IM chat transcript in response to receiving the indication to save the IM chat 
transcript. However, Lehman teaches the code adapted to instruct a programmable 
(page 10, fig. 105 - the dialog box instructing the user to save the chat history) device to 
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receive an indication to save the IM chat transcript of an IM chat session (page 10 - fig. 
105) and the code adapted to instruct a programmable device to save an IM chat 
transcript in response to receiving indication to save the IM chat transcript (page 10 - 
fig. 104). Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to modify Ertugrul by having a computer-readable code 
adapted to instruct a programmable device to receive an indication to save an IM chat 
transcript of the IM chat session and to save the IM chat transcript in response to 
receiving the indication to save the IM chat transcript as taught by Ertugrul in order to 
provide a reminder/option to save a historical record of the IM chat session. 

As claim 16, Ertugrul teaches a system comprising: means for providing an email 
compose interface for composing an email message (fig. 2, label 200; par [0034]; par 
[001 1]), the email compose interface configured to designate at least one email 
recipient (fig. 2, label 212; par [0035], lines 2-4), the email compose interlace including 
an email send option for sending the email message (par [0025], lines 11-13; par 
[0028], lines 9-1 1 , that by pressing the button, the email will be sent out) to the email 
recipient (fig. 8, labels 802, 806; par [0100], lines 1-5), the email compose interface 
including an IM launch option for launching an IM chat session with the at least one 
recipient of the email message (fig. 2, labels 202, 214; par [0034]) receiving an 
indication to launch an IM chat session with the at least one email recipient 
of the email message from the email compose interface (par [0100], lines 3-12; par 
[0104], lines 14-17). Ertugrul does not teach the means for receiving an indication to 
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save an IM chat transcript of the IM chat session and means for saving the IM chat 
transcript in response to receiving the indication to save the IM chat transcript. 

However Lehman teaches the means for receiving an indication to save an IM chat 
transcript of the IM chat session (page 10 - fig. 105) and means for saving the IM 
chat transcript in response to receiving the indication to save the IM chat transcript 
(page 10,- fig. 104). Therefore, it would have been obvious to one of ordinary skill in the 
art at the time the invention was made to modify Ertugrul by having the means for 
receiving an indication to save an IM chat transcript of the IM chat session and saving 
the IM chat transcript in response to receiving the indication to save the IM chat 
transcript as taught by Lehman in order to provide a reminder/option to save a historical 
record of the IM chat session. 



As claim 17, Ertugrul teaches a system comprising: a provide component configured 
(par [001 1]) to provide an email compose interface for composing an email message 
(fig. 2, label 200; par [0034]), the email compose interface configured to designate at 
least one email recipient (fig. 2, label 212; par [0035], lines 2- 4), the email compose 
interlace including an email send option for sending the email message (par [0025], 
lines 11-13; par [0028], lines 9-11, that by pressing the button, the email will be sent 
out) to the email recipient (fig. 8, labels 802, 806; par [0100], lines 1-5), 
the email compose interface including an IM launch option for launching an IM chat 
session with the at least one recipient of the email message (fig. 2, labels 202,214; par 
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[0034]) a first receive component configured to receive an indication to launch an IM 
chat session with the at least one recipient of the email message from the email 
compose interface (par [0100], lines 3-12; par [0104], lines 14-17). Ertugrul does not 
teach a second receive component configured to receive an indication to save an IM 
chat transcript of the IM chat session and a save component configured to save the IM 
chat transcript in response to receiving the indication to save the IM chat transcript. 

However Lehman teaches a second receive component configured to receive an 
indication to save an IM chat transcript of the IM chat session (page 10 - fig. 105) and 
saving the IM chat transcript in response to receiving the indication to save the IM chat 
transcript (page 10 - fig. 104). Therefore, it would have been obvious to one of ordinary 
skill in the art at the time the invention was made to modify Ertugrul by having a second 
receive component configured to receive an indication to save an IM chat transcript of 
the IM chat session and saving the IM chat transcript in response to receiving the 
indication to save the IM chat transcript as taught by Lehman in order to provide a 
reminder/option to save a 



As claims 2, 10 and 18, Ertugrul does not teach receiving an indication to terminate the 
IM chat session prior to receiving the indication to save the IM chat transcript; providing 
a prompt in response to receiving the indication to terminate the IM chat session, the 
prompt comprising: an indication to save the IM chat transcript; and an indication to not 
save the IM chat transcript; wherein receiving the indication to save the IM chat 



Application/Control Number: 10/686,344 Page 8 

Art Unit: 2179 

transcript is responsive to providing the prompt. However, Lehman teaches: receiving 
an indication to terminate the IM chat session prior to receiving the indication to save 
the IM chat transcript (page 10, Section options, first paragraph - Lehman teaches 
prompting the user to save the history in response to an indication to close the 
chat window; wherein the indication to terminate is the close command for the window); 
providing a prompt in response to receiving the indication to terminate the IM chat 
session (page 10- fig. 105), the prompt comprising: an indication to save the IM chat 
transcript; and an indication to not save the IM chat transcript (page 10 - fig. 105); and 
wherein the step of receiving the indication to save the IM chat transcript is responsive 
to the step of providing the prompt (page 10 - fig. 105). Therefore, it would have been 
obvious to one of ordinary skill in the art at the time the invention was made to modify 
Ertugrul by receiving an indication to terminate the IM chat session prior to receiving the 
indication to save the IM chat transcript; providing a prompt in response to receiving the 
indication to terminate the IM chat session, the prompt comprising: an indication to save 
the IM chat transcript; and an indication to not save the IM chat transcript; wherein 
receiving the indication to save the IM chat transcript is responsive to providing the 
prompt as taught by Lehman in order to provide a reminder/option to save a historical 
record of the IM chat session. 

As claims 7, 14 and 22, Ertugrul does not teach saving the IM chat transcript as text file. 
However, Lehman teaches saving the IM chat transcript as text file (page 9-10, Section 
Chat History, fourth paragraph; fig. 104). Therefore, it would have been obvious to one 
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of ordinary skill in the art at the time the invention was made to modify Ertugrul by 
saving the IM chat transcript as text file as taught by Lehman in order to provide a 
historical record of the IM chat session in a more compatible format. 



3. Claims 3-5, 11-12 and 19-20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Ertugrul and Lehman in view of Kusuda (US Pub 2003/0088623), 
hereinafter "Kusuda" 

As claims 3, 1 1 and 19, Ertugrul and Lehman, do not teach saving the IM chat transcript 
as an IM chat window. However, Kusuda teaches saving the IM chat transcript as an IM 
chat window (fig. 2; fig. 3, label 412; fig. 4, labels 11,320 and 314; fig. 5; par [0057]- 
[0058]; [0115]). Therefore, it would have been obvious to one of ordinary skill in the art 
at the time the invention was made to modify Ertugrul and Lehman by saving the IM 
chat transcript as an IM chat window as taught by Kusuda in order to save IM Chat 
session in Hypertext Markup Language (HMTL) is a benefit giving the user the ability to 
save the text and embedded images from an IM chat session for historical purposes 
and further after saving allow the chat session to be viewed in a freely available web 
browser. 
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As claim 4, Ertugrul and Kusuda do not teach the IM events being selected from 
a group consisting of: a list of participants in the IM chat session. However, Lehman 
teaches the IM events being selected from a group consisting of: a list of participants in 
the IM chat session (page 4 - fig. 101). Therefore, it would have been obvious to one of 
ordinary skill in the art at the time the invention was made to modify Ertugrul and 
Kusuda by having a list of participants in the IM chat session as taught by Lehman in 
order to provide an IM chat session to a specified group and controlling access to the 
chat for those requiring access to the information. 

As claims 5, 12 and 20, Ertugrul and Kusuda do not teach converting the IM 
chat transcript as text file. However, Lehman teaches converting the IM chat transcript 
to a text file (page 9-10, Section Chat History, fourth paragraph; fig. 104). Therefore, it 
would have been obvious to one of ordinary skill in the art at the time the invention was 
made to modify Ertugrul and Kusuda by converting the IM chat transcript as text file as 
taught by Lehman in order to provide a historical record of the IM chat session in a more 
compatible format. 

4. Claims 6, 13 and 21 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Ertugrul, Lehman and Kusuda in view of Gusler et al. (US Pub 
2003/0105815), hereinafter "Gusler". 
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As claims 6, 13 and 21, Ertugrul, Lehman and Kusuda do not teach converting the IM 
chat transcript to an email message. However, Gusler teaches converting the IM chat 
transcript to an email message (par [0041]-[0042], converting the IM chat transcript to 
an email message is inherent by having the ability to provide the transcripts in a variety 
of different ways to including free text, encrypted text, and binary files readable by any 
other standard text processing software). Therefore, it would have been obvious to one 
of ordinary skill in the art at the time the invention was made to modify Ertugrul, Lehman 
and Kusuda by converting the IM chat transcript to an email message as taught by 
Gusler in order to communicate a copy of the transcript to a parent, guardian or other 
designated representative allowing them to examine the transcript to determine if 
inappropriate contacts are occurring. 

5. Claims 8, 15 and 23 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Ertugrul and Lehman in view Gusler. 

As claims 8, 15 and 23, Ertugrul and Lehman do not teach saving the 
IM chat transcript as an email message. However, Gusler teaches saving the IM chat 
transcript as an email message (par [0041], saving the IM chat transcript as an email 
message is inherently a Step prior to sending an email message to a recipient). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to modify Ertugrul and Lehman by saving the IM chat 



Application/Control Number: 10/686,344 Page 12 

Art Unit: 2179 

transcript as an email message as taught by Gusler in order to communicate a copy of 
the transcript to a parent, guardian or other designated representative allowing them to 
examine the transcript to determine if inappropriate contacts are occurring. 



(NOtei) It is noted that any citation to specific, pages, columns, lines, or figures in the prior art references and 

any interpretation of the references should not be considered to be limiting in any way. A reference is relevant for all it 
contains and may be relied upon for all that it would have reasonably suggested to one having ordinary skill in the art. In 
re Heck, 699 F.2d 1331, 1332-33, 216 USPQ 1038, 1039 (Fed. Cir. 1983) (quoting In re Lemelson, 397 F.2d 1006,1009, 158 

USPQ 275, 277 (CCPA 1968)). 

Response to Arguments 

Applicant's arguments filed 08/22/2007 have been fully considered but they are 
not persuasive. 

A1 . Applicant argues that Ertugrul does not teach an email compose interface 
for composing an email message... the email compose interface including an IM launch 
option for launching an IM chat session with the at least one recipient of the email 
message (pages 9-17; pertaining to the same limitations in claims 1,9,16 and 17). 

R1 . Examiner does not agree. Ertugrul teaches in paragraph 23 that the 
Voxster client is installed automatically and self configured onto the senders email client 
"email compose interface" so as to make the default operation of the electronic mail 
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client to add a Voxster response device to outgoing email messages and to add a 
button. Thus the Voxster is not configured and running on the client machine and when 
the client composes an email Voxster code is added to the message for the recipient to 
respond back with voice, instant messaging or video communications (paragraph 25). 
The recipient can respond by selecting an option to respond back with instant 
messaging communications with the sender now (paragraph 26). Examiner would like to 
note the relevant figures that pertain to the above arguments for an illustrative of how 
the system of Ertugrul works (figures 1-2 and 5-7). The Examiner believes the 
immediate applicant is unpatentable over Ertugrul in view of Lehman. 

Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 . 1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 
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Inquires 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Nicholas Augustine whose telephone number is 571- 
270-1056. The examiner can normally be reached on Monday - Friday: 7:30- 5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Weilun Lo can be reached on 571-272-4847. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 





N. Augustine 
10/26/2007 



